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DETAILED ACTION 

Applicant's reply field 5 March 2009 has been fully considered. Claims 19-25 
and 27-40 are pending; claims 1-18 and 26 are cancelled, claim 19 is amended and 
claims 20-25 and 27-40 are as previously presented. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 19-25 and 27-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tachiiwa et al. (EP 0 299 942) in view of Oppenlaender et al. (US 
5,064,552). 

Regarding claims 19-25, 27-33, Tachiiwa et al. teaches an anti-freeze 
composition comprising glycols (pg 3 In 44) i.e. ethylene glycol, propylene glycol, 
butylene glycol, and glycerol (page 3 In 44-45); 0.05 to 5 wt% silicates (pg 5 Ins 56 and 
60; this overlaps instant 0.005 to 3% silicates); mercaptobenzothiazole (pg 5 In 61), 
methylbenzotriazole and benzotriazole (pg 6 In 2) present in 0.3, 0.2 and 0.1 wt%, 
respectively (see Examples 1-6, Table 1, pg 8; this overlaps instant 0 to 3 wt%, 0.01 to 
3 wt%, and 0.05 to 1 wt% of hydrocarbon-triazoles and hydrocarbon-thiazoles); 0.1 to 1 
wt% sodium molybdate (pg 4 In 27-28; this overlaps instant 0 to 5 wt% alkali metal 
molybdates); 0.01 to 0.1 wt% copolymers of maleic acid and acrylic acid 9pg 5 In 5-6 
and In 54; this overlaps instant 0 to 1 wt% polymeric hard water stabilizers); magnesium 
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salts, i.e. magnesium citrate (pg 4 In 4-14); and a pH of from 6.5 to 9 (this overlaps with 
instant pH of from 6 to 1 1 ). Tachiiwa et al. further teaches against the use of borates, 
specifically borax (pg 1 In 57-58; see also Table 2 Examples). 

Tachiiwa et al. teaches that triethylamine, diethanolamine, monoethanolamine, 
triisopropanolamine, diisopropanolamine, and monoisopropanolamine are known/used 
as corrosion proofing agents in antifreeze compositions (pg 2 In 42-46) (instant amines 
of formula (I), R 1 to R 3 selected from the Markush groups of instant claims 22-23 and 
amine carrying an alkyl radical having at least one hydroxyl substituent, claim 24), but 
does not specifically teach them as present in the antifreeze composition of Tachiiwa et 
al.. Tachiiwa et al. also teaches the presence of 0.1 to 5 wt% of phosphoric acid 
compounds (pg 3 In 52-56). Furthermore, Tachiiwa et al. teaches phosphoric acid and 
the above amine compounds to be equivalent corrosion proofing agents (page 2 In 42- 
46). In view of the recognition of Tachiiwa et al. that triethylamine, diethanolamine, 
monoethanolamine, triisopropanolamine, diisopropanolamine, and 
monoisopropanolamine are equivalent and interchangeable corrosion proofing agents 
with phosphoric acid compounds in antifreeze compositions, it would have been obvious 
to one of ordinary skill in the art to substitute the phosphoric acid compounds with the 
above mentioned amine compounds and arrive at the instant invention. Case law holds 
that the mere substitution of an equivalent (something equal in value or meaning, as 
taught by analogous prior art) is not an act of invention; where equivalency is known to 
the prior art, the substitution of one equivalent for another is not patentable (See In re 
Ruff 1 1 8 USPQ 343 (CCPA 1958); MPEP 2144.06). 
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Tachiiwa et al. does not teach the silicates to be stabilized. Oppenlaender et al. 
teaches a glycol-based antifreeze composition comprising corrosion-inhibiting additives 
(abstract: i.e. benzotriazole or tolutriazole, col 2 In 15-16) and stabilized silicate 
(abstract) wherein said silicates are alkali silicates (component b, col 2 In 3-11) 
stabilized with phosphorus silicon compounds (instant organosiliconphosphonates) (pg 
2 In 62-65) and/or corresponding to disclosed formula IV (instant orthophosphates) (col 
3). Tachiiwa et al. and Oppenlaender et al. are analogous art because they are 
concerned with the same field of endeavor, namely glycol-based antifreeze 
concentrates containing corrosion inhibitors and silicate compounds. At the time of the 
invention a person having ordinary skill in the art would have found it obvious to use the 
stabilized silicates of Oppenlaender et al. in the composition of Tachiiwa et al. and 
would have been motivated to so do in order to obtain antifreeze compositions with 
improved corrosion resistance in both dilute and undiluted, i.e. concentrated, form 
(Oppenlaender et al., col 4 In 41-42). 

Furthermore, the recitation that the basic formulation containing said glycols, 
aliphatic amines, stabilized silicates, corrosion inhibitors, molybdates and polymeric 
hard water stabilizers is to be used for solar plants does not confer patentability to the 
claims since the recitation of an intended use does not impart patentability to otherwise 
old compounds or compositions. (See: In re Tuominen, 671 F.2d 1359, 213 USPQ 89 
(CCPA 1982); In re Schreiber, 44 USPQ 2d 1429, (Fed. Cir. 1997)). 

Regarding claim 34-36, Tachiiwa et al. in view of Oppenlaender et al. makes 
obvious the anti-freeze composition as set forth above. Tachiiwa et al. further teaches 
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the glycol to be present as the main ingredient wherein the glycol to water ratio of the 
concentrated composition is from 99:1 to 80:20 (page 3 Ins 49-50). More specifically 
Tachiiwa et al. teaches the glycol component to be used either singly or in combination 
and further teaches examples wherein the glycol amount is greater than 75 wt% (95 
wt%, see Examples). Tachiiwa et al. further teaches the glycol used can be selected 
from propylene glycol (pg 3 In 44). 

Claims 37-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tachiiwa et al. (EP 0 299 942) in view of Oppenlaender et al. (US 5,064,552) as applied 
to claim 19 and 36 above, and further in view of Smith (US 4,1 17,682). 

Tachiiwa et al. in view of Oppenlaender et al. makes obvious the antifreeze 
composition as set forth in claims 19 and 36 above. Tachiiwa et al. further teaches use 
of the antifreeze compositions in internal combustion engines (pg 2 In 11-13). 

Tachiiwa et al. does not teach a method of transferring heat in a solar plant. 
However, Smith teaches the use of glycol-based, i.e. triethylene glycol, liquids as a heat 
transfer media wherein said glycol flows through, i.e. is in contact with, the double 
paned windows, i.e. glass, of the solar collector system (see Figures 6 and 9; col 3 In 
43-47 and 57-59; col 7 In 4-7 and 1 1-27). Smith and Tachiiwa et al. are analogous art 
because they are concerned with the same field of endeavor, namely the use of glycol- 
based liquids as heat-transfer agents. At the time of the invention a person having 
ordinary skill in the art would have found it obvious to have combined the method of 
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flowing glycol through double paned windows in solar collector systems as taught by 
Smith in the invention of Tachiiwa et al. and would have been motivated to do so in 
because such glycol coolants have an index of refraction close to that of the window 
panes and will not absorb energy from the sun (Smith, col 7 In 16-18). 

Response to Arguments 

The objection to claims 19-40 for minor informalities is withdrawn as a result of 
Applicant's amendments to claim 19. 

The 35 U.S.C. 103(a) rejection of claims 19-24 and 28-36 as unpatentable over 
Tachiiwa et al. (EP 0 299 942) is withdrawn as a result of Applicant's amendments to 
claim 19. Furthermore, the 35 U.S.C. 103(a) rejection of claims 25-27 as unpatentable 
over Tachiiwa et al. in view of Oppenlaender et al. (US 5,064,552) is withdrawn as a 
result of Applicant's amendments to claim 19 and cancellation of claim 26. However, 
please note the above rejection of claims 19-25 and 27-36 as unpatentable over 
Tachiiwa et al. in view of Oppenlaender et al. (US 5,064,552) 

Applicants argue that as the intended use of the compositions of Tachiiwa et al. 
is as an antifreeze fluid for automobiles and as the intended use of the instant invention 
is for use in solar plants then Tachiiwa et al. and the instant invention are nonanalogous 
art (Arguments page 6-7). In response to applicant's argument that Tachiiwa et al. is 
nonanalogous art, it has been held that a prior art reference must either be in the field of 
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applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Tachiiwa et al. is analogous art with the instant invention 
as they are both concerned with the same filed of endeavor, namely glycol-based heat- 
transfer fluids. 

Applicant's have attempted to separate the instantly claimed composition from 
that taught by the prior art by inclusion of an intended use statement (Arguments page 
6-7). In response to applicant's argument that the "heat transfer liquid concentrate" is 
"for solar plants", a recitation of the intended use of the claimed invention must result in 
a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. Further, the recitation 
that the basic formulation containing said glycols, aliphatic amines, stabilized silicates, 
corrosion inhibitors, molybdates and polymeric hard water stabilizers is to be used for 
solar plants does not confer patentability to the claims since the recitation of an 
intended use does not impart patentability to otherwise old compounds or compositions. 
(See: In re Tuominen, 671 F.2d 1359, 213 USPQ 89 (CCPA 1982); In re Schreiber, 44 
USPQ 2d 1429, (Fed. Cir. 1997)). 

Applicants further argue that the compositions of Tachiiwa et al. inhibit corrosion 
of aluminum alloys and other metal materials (Arguments, page 6-7, specifically (i)) 
while the instant invention inhibits glass corrosion. However, Tachiiwa et al. teaches 
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glycol-based heat-transfer fluids comprising the instantly claimed glycols, aliphatic 
amines, corrosion inhibitors, molybdates, and polymeric hard water stabilizers, and 
furthermore Tachiiwa et al. in view of Oppenlaender et al. makes obvious the instantly 
claimed stabilized silicates in glycol-based heat-transfer fluids. As the compositions 
made obvious by Tachiiwa et al. in view of Oppenlaender et al. are the instantly claimed 
composition, it is implicit that they would have the same properties, in other words, are 
capable of inhibiting glass corrosion, absent evidence to the contrary. 

It is further noted that Applicant's arguments regarding the "the problem to be 
solved by the present invention is the inhibition of glass corrosion in solar plants, in 
which the heat transfer liquid is directly in contact with glass" are not commensurate 
with the scope of the claims. Applicant's instant claims do not contain the recitation that 
the compositions inhibit glass corrosion. However, should they be amended to do so, it 
is noted that such would amount to nothing more than an inherent/implicit property, as 
set forth above (Arguments, page 7, (i) and page 8). In response to applicant's 
argument that the references fail to show certain features of applicant's invention, it is 
noted that the features upon which applicant relies (i.e., glass corrosion inhibition) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F. 2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant's allege that Tachiiwa et al. teaches away from the instant invention 
because Tachiiwa et al. teaches phosphoric acid as a mandatory compound 
(Arguments, page 9 (ii)). It is noted that Applicant's instant claims contain the open 
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claim language of "comprising". Furthermore, Tachiiwa et al. teaches that phosphoric 
acid is an art recognized corrosion proofing agent equivalent to amine compounds 
including triethylamine, diethanolamine, etc. (page 2 In 42-46). While the examples of 
Tachiiwa et al. suggest that phosphoric acid is mandatory to the invention of Tachiiwa et 
al., it is also taught that the phosphoric acid is interchangeable with the previously 
stated amine compounds. It would have been obvious to one of ordinary skill in the art 
to substitute the phosphoric acid compounds with the amine compounds and arrive at 
the instant invention without undue experimentation. Case law holds that the mere 
substitution of an equivalent (something equal in value or meaning, as taught by 
analogous prior art) is not an act of invention : where equivalency is known in the prior 
art, the substitution of one equivalent for another is not patentable {In re Ruff, 118 
USPQ 343 (CCPA 1958); MPEP 2144.06). 

Applicants argue that Oppenlaender et al constitutes a teaching away as the 
composition of Oppenlaender et al. comprises borates (Arguments page 10 (iii)). The 
Examiner disagrees as Oppenlaender et al. was relied upon only to teach that in glycol- 
based antifreeze compositions containing silicates, it is known in the art to stabilize the 
silicates with phosphorus silicon compounds (instant orgaosiliconphosphonates) 
(Oppenlaender et al., col 2 In 62-65; col 3 formula IV) and as such it would have been 
obvious to one of ordinary skill in the art to so stabilize the silicates of Tachiiwa et al. for 
the purpose of obtaining a composition with improved corrosion resistance in both dilute 
and undiluted forms (Oppenlaender et al, col 4 In 41-42). 
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The 35 U.S.C. 103(a) rejection of claims 37-40 as unpatentable over Tachiiwa et 
al. in view of Smith (US 4,1 1 7,682) is withdrawn as a result of Applicant's amendments 
to claim 19. However, please note the above rejection of claims 37-40 as unpatentable 
over Tachiiwa et al. in view of Oppnelaender et al. and further in view of Smith. 

As set forth above, Tachiiwa et al. is analogous art with the instant invention as 
both are directed to glycol based heat-transfer compositions (Arguments page 10 (iv)). 
Furthermore, Tachiiwa et al. and Smith are analogous art because they are both 
concerned with glycol-based heat-transfer fluids and uses thereof. As Smith teaches 
glycol-based heat-transfer fluids are useable in solar plants and as Tachiiwa et al. 
teaches glycol-based heat-transfer fluids, it would have been obvious to one of ordinary 
skill in the art to use the Tachiiwa et al. compositions in the manner disclosed by Smith 
because such glycol coolants have an index of refraction close to that of the window 
panes and will not absorb energy from the sun (Smith, col 7 In 16-18). 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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